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REftfARKS 

la Claims 1, 6, 1 1, 13, 1 6, 17 and 28 stand lejected undar 35 U.S.C §102 as anticipated by 
Wbite etal, USPN 6,247,633 (White). Claims 16 and 17 woe previously canceled. Claim 1 has 
been amended and claims 6» U, 13 and 28 are dependent on claim L New claims 33-35 have been 
added. 

The Examiner has said that White teaches a method of welding compdsing positioning an 
adhesive sealant between sur&ces and friction stir welding which generates heat to cure the sealant, 
fomiing lap welds. The Examiner fiulha: said that the welded structure formed by Miction stir 
welding comprises a first and second member with a &y sur&ce sealant therebetween. 

Applicant respectfully traverses these rejections because White does not teach Ifae use of a 
sealant. 

As noted in MPEP §706.02 IV» for a rejection by anticipation under 35 USC 102» the 
reference must teadb every aspect of the claimed invention either eaqilicitly or impliedly. That is» 
any feature not direcdy taught nnist b e inhaently present. 

indep endent claim 1 , as now amended, calls fi)ir fiiction stir welding through a monomer to 
form a sealant ad^'aceot the welded joint between the surfaces^ for prevCTting corrosion of the welded 
joint 

The tenn "sealant** is never used in White* White does not teach the use of a material having 
corrosion protection prop^y or sealing properties and teaches only the use of an adhesive layer 
between the sur&ces to be welded. In particular, White teaches, at column A, 1 ines 17-29, that 

• an adhesive layer maybe incorporated at the inter&ce betwem surfiices to be welded 
together by fiiction stir welding 

• the adhesive will be broken up aiul distributed in the weld channel as harmless particles 

• the adhesive can be self curing or can be cured lat^ after welding 
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• the resulting adhe&ive/fiictiaQ stir welded structure will have a Mgh shear strengdi 
« the adhesive assisted assisted ftame will have strong, stiff joints witti low distortion. 

In accordance with MPEP § 707.07(f) that Hbe Examiner, if this rejection is maintained, 
escplain with specificity what in White anticipates the sealaiit fi>r preventing corrosion of the welded 
.joint claimed in claim 1 as amended. An adhesive is not uihamtly a seahmt 

The commcm meaning of the term adhesive, according to the online Encarta dictionary, is a 
substance used to stick things together widie the common meaning of tte teim sealant is a substance 
used to seal something, e.g. by filling gaps or making a surfiice non*porou& These definitions are 
consistent with the teachings of fiie White and of the present invention. 

In White, the adhesive layer is used to provide the welded structure with a hig|x shear 
strenglh to form a frame with strong, stiff joints. See col. 4, 1 ines 1 7-29, as noted above* 

In the present invention, the sealant is used to prevent or reduce corrosion in large part by 
reducing moisture ^^ch may be trapped betwem the fay surfaces and/or brought in by c^illary 
action. See par. 0004, page 1. In addition, par. 14 provides: 

"When cured, sealant layer 24 ^uld provide corrosion resistance for 
the fay surfaces of the joint by, for exaniplc, resisting the intrusion of 
moisture by capillary actiort A particularly useful fay surface sealant 
mateiial for sealant layer 24, is formed by the application of a layer 
which wh» cured forms a fluoroelastomeiic polymer to c^te a 
protective corrosion shield between the adjacent fity surfiices 26 and 
28 of support memb^ 14 and surfiboe 12, respectively. ** 

In order to sustain a rejection under 35 use 102 of claim 1, die Examiner must theiefi>re 
show that the proporties of the claimed sealant are hiherenfly taught by the adhesive layer of White. 
The Examiner has not done so. 
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I1iesealiiigpn)perdesofasealaiitaietx>taniidieT^ Itis 
unportaQt to note that the most commonly known adhe8ive» a mixtuie of Sour and water used by 
children, does not have sealmg piqpalies and is cleaily disolvable in water. 

The common adhesive cyanoacxylate is another example of an adhesive that would not serve 
as a sealant inmost explications in which sor&ces wereb<mdedby fiicti<m stir welding because it 
would tend to orack and provide a path fiir the inlxusion of moisture. 

It should be notes that some materials may provide both adhesive aiKl sealant characteristics, 
such as the adhesive monomo: claimed in claim 6. 

In short, some materials may have adhesive propaties, some materials with adh^ve 
p r oper ties may also be sealants. However, sealant properties are not inherent in adhesives (e.g. 
wstst sotuable adhesivers) and White's teachings of the use of an adhesive to add shear strength to a 
friction stir welded frame do not anticipate the invention as claimed in claim 1, and new independrat 
claim 33 , which caUs for the use of a monomer cured by Mction stir welding to fomi a corrosion 
barrier sealant. 

2i Claims 9, 14 and IS stand rejected und^ 35 U.S.C. §103(a} as obvious over White in view of 
Mainwairing et al USFN 6»779,657 (Matnwairxng). 

The Examiner has said that WUtB teaches fiiction stir welding of an adhesive sealant 
positioned between surfaces. Applicant respectfidly traverses this rejection, because as noted above 
White teaches the use of an adhesive, not a sealant Applicant rqieats his request made above for die 
Examiner to point out how White's tflaching of the use of an adhesive anticipates the use of a sealant 

Clamis9^ 14and IS are dependent on claim 1 and nothiqg in White teadies or suggests the 
use of a sealant as claimed in claim 1. 
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The Examiner has also said thai Mainwasiing teachs a meOiod of welding enqiloying a 
. jmooomer adhesive between surfiices. The Bxaminer 1ms taken the position that it wouM have bee^ 
oiTvioQS to a one of oidinaiy skill in the art to employ a fiouioelastameric material as an adhesive to 
increase stn a i glh and canosion resistance. AppUcantiespectfldly traverses this rejection. 

Mainwaiiing» however, does not teach the use of a method of welding en^loying a monomer 
adhesive betwe» sur&ces to fbnn a sealant In particular, Mainwaiiing teaches providing an 
applicator for sealing a polymorizable moncmieric adhesive material in a welded cc map artment to 
protect the adhesive material fixim piematuie polymerization. Mainwairing can be said to teach 
against the present invoition by teaching weld to preveol polymmzalion of an adhesive while die 
present invention teaches the use of a sealant to protect die weld. 

A person of skill in the art of friction stir welding would not look to art of sealing a 
polymerizable adhesive in a container to solve the problem of protecting the weld from corrosion. 
Further^ combining White with Mainwairing would not render obvious the invention as claimed 
because nothing in White teaches the use of a sealant layer to protect the weld and Mainwairing 
teaches the use of a diSermt type of weld to protect the unpolymerized adhesive. Nothing in 
Mainwairing or White teaches any motivation for combining them in a way which would render 
obvious the present invention as now claimed. 

3. Claiins4. S, Sand 12 stand objected to as dependent on a rqected base claini, but would be 
allowable if rewritten in indq^endcnt form inclnduig all of the limitations of flie base and any 
intervening claims. 

Claims 4, 8 and 12 have been amended to include all the limitations of flie base claim, claim 
1. Claims 4» 8 and 12, having been amended as required in the OfSce Action, stand allowed and 
ckdm 5, which is directly dependent on claim 4, is fherefine iu> longer dependent on a rej ected base 
claim and also stands allowable. 
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Claims 4» 8 find 1 2 hove been rewxitted as new claims 29, 3 1 and to include all the limitadcms 
of the base claim, claim 1 and intervening claim 28, Claims 29,31 and 32, liaving been amended as 
required in the 0£Bce Action, stand allowed. Claim 5 has bem rewritten as claim 30, wfaich is 
directly d^exident on claim 29, is th^efbre no longer dependent on a rejected base claim and also 
stands allowable. 



4. Applicant respectfully requests that the rqections be reconsidered in li^ of ttue amendments 
and argoments made herein and that this plication be passed to issue. If the rejections imder 35 
use § 102 are r^eated. Applicant respectfully requests tliat the Bxaminer an explicit statement 
regarding the Examiner's source for any holding tibat White teaches the use of a monomer to focm a 
conosion bander sealant as claimed. 



l^ate: January 6, 2006 



RespectfiiUy Submitted, 

/Norman E. Bnmell Rep, No. 26533/ 
Norman R Brunell, Reg. No. 26,533 

IRELL & MANELLA LLP 

Customer No. 29000 

1800 Avenue of the Stars, Suite 900 

Los Angeles, CA 90067-4276 

Tel.: (310) 277-1010; Fax: (310) 203-7199 

E-mail: nbrane]l@irelLcom 
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